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ANEJIAIINHA AJATA JEPXKJIEIAPTAMEHTY
TA CYAN HA CTOPOJKI ITPAB BUHAXI/IHUKIB

B xoorcnii kpaini ecpexmusne pynrxuionyean-
HA Oepicasnoi cucmemu npasosoi 0XopoHu
iHmenexmyanvHoi 6JACHOCMI € CMUMYTIOM
onn  axmueizauii 0Yyo0v-AKUX HANPAMKIE
meopuocmi. Omoice, 3a6e3neuenns Yymos 0
Hadymms, 30ilicHeHHA ma HAOiliH020 3AXUC-
my npae meopuié Ha pe3yavmamu iXHbOl
iHmenexmyanvHoi 0iAIbHOCMI 3ATUNMAEMbCS
Haueaxcaueimum 3aedannam Jlepicoenap-
mamenmy, 0COOIUBO 3 8PAXYEAHHAM MO20,
wo 6 Ykpaini nocmiino 30iabMWMYEMbCA
KibKicmb 3as60K NPO peecmpauiro npasé Ha
00 'cxmu inmeeKxmyanvHoi 81ACHOCMA.

IIpo ue ma inwe Mmu oOiznasanucs
Y nepwiozo 3acmynnuxa 20106u /lepicasnozo
denapmamenmy inmenekmyanvHoi eaac-
Hocmi, Odokmopa Hayk 6 ezaaysi npasa
BOJIOJJTUMHPA KAPOBA.

— Boaoaumupe OnexcanapoBudy, mepiie
3anuranHs A0 Bac mpo MexaHi3MH 3aXHCTY
MpaB iHTEJIEKTyaJbHOI BJACHOCTI B YKpaiHi. Un
JIal0Th BOHH MO>KJIMBICTh KOKHOMY TIPaBOBJIAC-
HUKY e()eKTHUBHO 3aXHCTUTH BJIACHI IpaBa?

— ¥ misioMmy 3aKOHOJIAaBCTBO YKpaiHU 3 IH-
TaHb IPABOBOI OXOPOHM iHTEJIEKTYaJIbHOI BJIac-
HOCTi 3abesneyye Mpoleaypy HaOyTTsI MpaB
IHTEJIEKTYaJbHOT BJIACHOCTI Ha PIiBHI, 110
Bi/ITIOBIJIa€ CBITOBUM CTaHAapTaM. 3 METOIO I10-
JAJIBIIIOTO B/IOCKOHAJIEHHS IIi€i Tpolenypu
JlepskenapraMeHT 3[IHCHIOE CBOIO PoOOTY B
JIBOX aclieKTaX — IMPaBOBOMY Ta IPAaBO3aCTOCOB-
YOMY.

YnockoHaseHHsT 3aKOHO/IaBUNX HOPM TILIIS-
XOM BHECEHHST 3MiH JI0 YNHHHUX 3aKOHIB 3 IH-

TaHb IHTEJEKTYyaJbHOI BJIACHOCTI Ta BiIO-
BiTHUX Mi/I3aKOHHUX aKTiB € OJHUM i3 TIPiOpu-
TEeTHUX HanpsaMmiB AisiabHOCTI [lep:kaenapTa-
MeHTY. TakoX 3HaUHOI0 MipOI0 CIIPIMOBYETHCS
poboTa Ha MOJIIIIEHHS TPAKTUKU MTPABO3aCTO-
CyBaHHS TIPU MPOBEICHHI €KCIIEPTU3U 3a9BOK 1
BIOCKOHAJIEHHS TIPOIEAYP aAMiHICTPATUBHOTO
Ta Cy/I0BOTO 3aXMUCTY 1IpaB Ha pe3yJibTaTh iHTe-
JIEKTYaJIbHOI TiSTbHOCTI.

3axuCT TpaB IHTEJIEKTyaTbHOI BJIACHOCTI
3MIMCHIOETHCA B paMKax IUBIJIBHOTO, TOCIO-
JIaPCbKOT0, aJIMiHICTPATUBHOTO Ta KPUMiHAJIb-
HOTO 3aKOHOJIABCTB. A BIACHUK TIPAB MA€ MOK-
JIUBICTb 3BEPHYTUCS 1IOJO0 IX 3aXUCTY N0 JIep-
JKaBHUX OpPraHiB BUKOHABYOI BJaju, Cymay abo
BIZITTOBIIHUX KOHTPOJIOIOUNX YU TTPABOOXOPOH-
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THE STATE DEPARTMENT BOARD OF APPEAL
AND COURTS ON GUARD OF INVENTORS' RIGHTS

Effective functioning of the state system of
legal protection of intellectual property is an
incentive for any creative activity in every
country. Therefore creating conditions for
acquiring, fulfilling and effective protection of
creators’ rights for their intellectual work
results remains the most important task of the
State Department, especially taking into
account the constantly growing number of
applications for intellectual property rights.

You can read more on this and other top-
ics in the interview with VOLODYMYR
ZHAROV, the First Deputy Chairman of the
State Department of Intellectual Property,
Doctor of Law.

— Mr. Zharov, the first question will be
about the mechanisms of intellectual property
rights protection in Ukraine. Do they provide
anyone the possibility to protect their own
rights efficiently?

On the whole, the procedure of acquiring TP
rights, provided for by the Ukrainian legislation
in the field of intellectual property, meets the
world standards. To further enhance this proce-
dure the State Department acts in two aspects -
legal and law-enforcement.

Improving the legislative norms by amend-
ing existing intellectual property laws and subor-
dinate legislation is one of the priority directions
of the State Department's activity. A large
amount of work is also done to better the practice
of law-enforcement in application examination
and improvement of the procedures of adminis-
trative and legal enforcement of IP rights.
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Intellectual property rights enforcement is
carried out within the framework of the civil,
economic, administrative and criminal legisla-
tions. Right holders seeking enforcement of
their rights can at their discretion turn to the
state executive authority, court or relevant con-
trolling or law-enforcement authorities; yet
they have to observe the competence of these
bodies. In particular, administrative claims dis-
puting decisions, actions or inactivity of the
State Department as a power authority in cases
dealing with the acquisition of intellectual
property rights are to be handled by local
administrative courts.

State executive power bodies forming the
infrastructure that realizes the state policy of
intellectual property rights protection in
Ukraine are: the Ministry of Education and
Science of Ukraine, comprising the State
Department of Intellectual Property, the
Ministry of Internal Affairs of Ukraine, the
State Customs Office of Ukraine, the
Antimonopoly Committee of Ukraine, the
Security Service of Ukraine, the State Tax
Administration of Ukraine, the State
Committee of Ukraine on Technical Regulation
and Consumer Policy. Besides, intellectual
property rights are also defended in courts.

According to the Ukrainian legislation one
of the special forms of enforcement of intellectu-
al property rights is an administrative proce-
dure. It is provided for settling down a certain
category of disputes appearing mostly on the
stage of IP rights registration. Today this part is
performed by the Board of Appeal of the State
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HUX OPraHiB 3a CBOIM BHOOPOM, aje B MesKaxX
KOMTIETEHI[ii 1[UX OpraHiB. 30KpeMa, aJIMiHiCT-
paTUBHI TTO30BU MO0 OCKAPKEHHS PIllleHbD, Mii
g OesmistibHOCTI  JlepskaemapraMenTy — sIK
cy0'ekTa BJIAMHUX TOBHOBA)KEHb y CIIPABaXx,
MOB'SI3aHUX 3 HAOYTTSIM TIPaB iHTEJIEKTyaTbHOI
BJIACHOCTI, Ma€ PO3TJISATH MiCIIeBUH afMiHICT-
paTUBHUM CYI.

Jlep;kaBHUMU OpTaHAMU BUKOHABYOI BJIAIH,
0 CKJIAMAI0Th iH(MPACTPYKTYPY, sKa 3abe3ie-
yy€e peasisailifo Jiep;KaBHOI MOMTHKHA y cdepi
3aXUCTY IIPaB IHTEJEKTYyaIbHOI BJIACHOCTI B YK-
paini, €: MiHicTepcTBO OCBITH 1 HAYKN YKpaiHu,
y ckaaai gkoro jie /lep:xaBHuii pernapramMeHT
IHTeeKTyaqbHOl BJIacHOCTI, MiHicTepcTBO
BHYTPIIITHIX crpaB YKpainu, /lep:kaBHa MUTHA
cy:kO6a Ykpaiuu, AHTUMOHOMOJBLHUN KOMITeT
Vipainu, Ciy:x6a Gesnexn Ykpainu, [lep:kaBha
oflaTKOBa afMiHicTpallis Ykpainu, /lep:raBHuit
KOMITeT YKpaiHU 3 TUTaHb TEXHIYHOTO PETYJI0-
BaHHS Ta CIOXKMUBYOI rmoJituku. Kpim Toro, 3a-
XHCT IIPAB IHTeJIeKTyaIbHOI BJIACHOCTI 3/111ICHIO-
€TBCS B Cy/Iax.

BiamoBigno m0 3akoHOMaBCTBa YKpaiHU
crerfiaTbHO (HOPMOIO 3aXUCTY TIPaB iHTEJEK-
TyaJbHOI BJIACHOCTI € aJIMIHICTPATUBHUN MOPSI-
MOK ix 3axucTy. Bin mepembadenuii s
PO3B'sI3aHHS TIEBHOI KaTeropii CropiB, 1110 BUHU-
KalOTh TEPeBaKHO Ha CTaflii peecTpariii mpas
iHTeseKTyanbHol BaacHocTi. Ha cborogani Takum
opranoM € AneJsiiiina najara /lep;xaBHoro fie-
HapTaMeHTy IHTEJEKTYaJbHOI BJIACHOCTI — KO-
JIETIaJIbHUI OpraH I PO3TJSLY 3arepedyeHb
npoTu pimenb JlepkaenapraMeHTy MIOJ0 Ha-
OyTTsI IpaB Ha 00'€KTU iHTEJEKTYaTbHOI BJIAC-
HOCTi Ta 3asB TO/I0 BU3HAHHS TOPTOBEJBHOI
Mapku 100pe BisjoMoto B YKpaiHi.

[Topsnox misgabHOCTI ATENAIINHOI majJaTh
0 PO3TJISLY 3arepedeHb Ta 3asB BU3Havae Per-
JaMeHT Amnensimiiinoi mamatu /lepsxaBHoro fe-
napTaMeHTy iHTeJeKTyaJbHOI BJIACHOCTI, 3a-
TBep/pKeHnit HakazoM MOH VYkpainu Bix
15.09.2003 p. Ne 622, ta "[lopsimok BU3HAHHS
3HaKa j00pe BioMUM B YKpaiHi AmessiiitHoo
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nanaToo /lep:KaBHOTO nemapTaMeHTy iHTeseK-
TyaJIbHOI BJIACHOCTI".

Byb-sika ocoba mepejt 3BepHEHHSIM JI0 CYLY
(abo 3amicThb HBOTO) MOJKE TOJATH 10 ATeisi-
IIHHOI TajiaTy 3alepedeHHsT MPOTH PillleHHs
JlepskenapTaMeHTy MO0 HaOyTTsI TpaB iHTe-
JIEKTYaJTbHOI BJIACHOCTI.

Cxuan Anendgiiiinoi nanatu GOpMy€eETbCS 3
HalbiIbI KBaTi(hiKOBaHUX MpalliBHUKIB [lepiK-
nenapramenty Ta JIIT "YkpaiHcbkuii iHCTUTYT
MPOMUCJIOBOI BJACHOCTI .

— 3riHO 3 JJaHMMH CTATHCTHKHU KiJIbKiCTbh
3asBOK, 1[0 HAJIXOAATh BIPOJIOBK POKY BiJI 3a-
SIBHUKIB i PO3IJISANAIOTHCS 3aKJIaZOM eKcrep-
TH3H, MOCTIHO 30i1bHIy€ETHCs. A 10 Bu MOsKe-
Te CKa3aTH I[0/I0 KiIbKOCTI CIOPiB, AKi BUHHU-
KaloTh Ha CTajlii HAOYTTS MPaB iHTEJEKTyalb-
HOI BJIACHOCTi, Ta MOKJUBOCTEil iX BperyJio-
BaHHs?

— 3BiCHO, BIAMOBIAHO 30iTBITYETHCS W
KiJIbKiCTh criopiB. Bomu 3/€6i1b110T0 CTOCYIOTh-
CsT HE3TO/IM 3aIBHUKIB 3 TIEBHUMMU JIisIMU 3aKJIa-
ny ekcrieptusn abo pimenHsiMu Jlepskaenapra-
MEHTY 3a 3asBKaMHU.

3aKOHO/IaBCTBOM YITKO BU3HAYEHO MOK-
JIUBI MJISIXU PO3B'SI3aHHS 1IUX CYTEPEYOK.

3TiJIHO 3 TPOIEAYPOI0 PO3TJLAY 3asBOK,
BCTAHOBJICHOI B 3aKOHAX Ta IT/I3aKOHHUX aKTaX,
JlepskenapraMeHT Ha MEBHUX eTarax yXBaJoe
BI/INOBi/IHI PIillIeHHS, SIKI HA/ICUJIAIOTHCS 3asIB-
HUKY. Y pasi, KoJIi 3asBHUK He 3TOJIeH 3 Oy/Ib-
SKWM PIillIEHHSIM CTOCOBHO OTO 3asI1BKH, BiH Ma€
MPaBO OCKAp;KUTU TaKe PillleHHd B a/IMiHiCTpa-
TUBHOMY TIOPSIIKY J0 ATNeJSIiiHOI majsatu
Jlepxxnenapramenty. Ile mpaBo BcTaHOBJIEHO Y
BIIMOBIINNX CTATTAX OINBIIOCTI CITeIiaJbHUX
3aKOHIB 3 IUTaHb IHTEJEKTYaJIbHOI BIACHOCTI.

BianoBiHO 10 YMHHOTO 3aKOHO/ABCTBA
Anensiiiina najata po3rsijlac 3alepedyeHHs Ha
pimmenHsa /JlepsknenapTaMeHTy TiJIbKU CTOCOBHO
3a9BKM. 3alepedeHHss TpeTix ocib mporu
peectpaitii TpaB MOXYTb OYTHU PO3TJISHYTI
TIJIBKYU B CY/[, 1 CIIOPH, SIKI CTOCYIOTHCS B3KE€ BU-
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Department of Intellectual Property — a colle-
gial body considering objections to the State
Department's decisions on acquisition of 1P
rights and applications for recognition of a
trademark to be well-known.

Operation procedures of the Board of
Appeal on considering objections and applica-
tions are defined by the Regulations of the
Board of Appeal of the State Department of
Intellectual Property approved by the Order of
the Ministry of Education and Science of
Ukraine as of 15.09.2003 Ne 622, as well as by
the "Procedure of Recognition of a Trademark
to be Well-Known in Ukraine by the Board of
Appeal of the State Department of Intellectual
Property”.

Any person, before turning to court or
instead of doing it, can turn to the Board of
Appeal to file an objection against the State
Department's decision concerning the acquisi-
tion of IP rights.

The members of the Board of Appeal are the
most high-qualified employees of the State
Department and the State Enterprise
"Ukrainian Industrial Property Institute".

— Judging from statistics, the number of
applications filed yearly by applicants and
considered by the examination body, is con-
stantly growing. What can you say about the
number of disputes appearing on the stage of
IP rights acquisition and about the ways of
settling them?

Certainly, the number of disputes is grow-
ing accordingly. They mostly concern appli-
cants' disagreement with certain actions of the
examination body or State Department's deci-
sions concerning applications.

The Ukrainian legislation clearly defines
the possible ways of solving these disputes.

According to the procedure of application
examination fixed by laws and subordinate leg-
islation, the State Department makes certain
decisions, which are then sent to the applicant.
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If the applicant disagrees with any of the deci-
sions concerning his/her application, he or she
has the right to dispute such decision by admin-
istrative procedure in the Board of Appeal of the
State Department. This right is established by
the relevant articles of most special intellectual
property laws.

According to the active legislation, the
Board of Appeal considers objections to the
State Department's decisions only concerning
applications. Objections of the third parties
against rights registration can be considered
only in court, and disputes concerning issued
titles of protection are also ascribed to the
courts' competence.

However, during the examination of appli-
cations for trademarks and geographical indica-
tions, third parties have the right to object to
their registration. The relevant provision is
envisaged by the Law of Ukraine On Protection
of Rights to Marks for Goods and Services (p. 8,
Article 10). According to it, any person can file
to the examination body a reasoned objection to
an application as to the designation indicated in
it being inconsistent to the conditions of grant-
ing legal protection. When an objection is filed
and the third party's motives against registering
the rights are found well-grounded and con-
vincing by an examiner, the mentioned argu-
mentation can become the reason to refuse the
trademark registration. This must necessarily be
indicated in the decision on application.

According to the active legislation, this
decision can be objected in the Board of Appeal
only by the applicant. In the Draft Law "On
Introducing Amendments to Some Legislative
Acts on Intellectual Property"”, that has already
been completed and is now being approved by
relevant ministries and offices, it is provided
that the third party will also have the right to do
it.

The possibility of the third parties to object
to granting legal protection to trademarks is
also applied during examination of internation-
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JMAaHUX OXOPOHHUX JOKYMEHTIB, TE€X BiHECEHO
710 KOMTIETEHIIil CyLy.

AJe B X071l eKCTIepTH3M 3asIBOK MO0 TAaKMX
00'€KTIB, SIK TOPrOBeJbHI MapKu Ta reorpadivti
3a3HavYeHHsI, TPETi 0COOM MAIOTh MPABO 3aTepe-
yyBaTU TIIPOTU PeEECTpallii MpaB Ha HUX.
BiznmosigHe mostoskeHHsT epedaveHo MyHKTOM
8 crarti 10 3akony VYxpainum "lIpo oxopony
MpaB Ha 3HAKM /1T TOBAPIB 1 MOCIYT", 32 SIKUM
Oymb-sika 0c0b6a MOKe TIO/IATH JI0 3aKIALy eKC-
MepPTU3N MOTHUBOBaHE 3aliepedeHHs TPOTH 3asIB-
KU I[0/I0 HEBIIIIOBIHOCTI HABEIEHOIO B HIil 1O-
3HAUYEHHS YMOBAM HaJIlaHHS MPaBOBOi OXOPOHM.
¥ pasi, Koy Take 3amiepedeHHs M0IaH0, a MOTH-
BU TPETHOI 0COOM TIPOTU PEECTPAILil TPaB BU3HA-
I0TBCST €KCIIEPTOM OOTPYHTOBAHUME Ta Tepe-
KOHJIMBUMU, TO BKa3aHa apryMeHTAIlid MosKe
cTaTu TICTaBOIO 78 BIIMOBU B PeECTpallii
paB Ha TOPrOBeJIbHY Mapky. | e 060B'sI3K0BO
Mae OyTH BifloOpakeHo B PillleHH] 32 3asIBKOIO.

3TiIHO 3 YMHHUM 3aKOHOJIABCTBOM TaKe
PIlIEHHST MO3Ke OCKapKyBaTh B ATesdIiiiHii na-
JIaTi TibKM 3a9BHUK. Y TpoekTi 3akony "lIpo
BHECEHHS 3MiH /IO IeIKUX 3aKOHO/IABYNX aKTiB 3
MUATaHb IHTEJEKTYyaJTbHOI BJIACHOCTI", MO Hapasi
PO3pOOTIEHMIT | 3HAXOAUTHCS Ha TOTOKEHHI Y
BIZIMTOBIIHMX MiHICTEPCTBAX i BiIOMCTBAX, TIepe/I-
GayaeThes, 1m0 i TpeTst ocoba Gy/ie MaTH 1ie MPaBo.

MoskauBicTh TpeTix ocib 3amepedyBaru
MPOTU HAJAaHHSA TTPABOBOI OXOPOHU TOPTOBEJIb-
HUM MapKaM 3aCTOCOBYETHCS TaKOXK 1 MPU PO3-
IS/ MIDKHAPO/THUX 3a5TBOK, MTOIAHUX B YKPaiHy
3a Mazgpuzcpkoro yronoto un IIporokosom 10
i€l yrozu.

[TomiGHMiT TOPSIIOK TTepeadadeHmii TAKOK i
3akonoM Ykpainu "lIpo oxopoHy mpaB Ha 3a-
3HaUYeHHS MoXo/KeHHs ToBapiB” (m. 10 ct. 11),
KOJIM TIPOTSATOM TIECTU MICAIIB Biff AaTH
ony6uikyBanHs oMIIiitHUX BiJOMOCTE PO 3a-
ABKY Oy/ib-sika 0coba MOJKe TI0aTh 3arepeyeH-
HS MPOTU PeeCTpallii mpaB Ha 3asdBJIEHY Ha3BY
MiCIIsSI TIOXO/KEHHST TOBapy a0 3asiBJieHE Teo-
rpacdiuHe 3a3HAUYEHHS TOXOKEHHS TOBapy
Ta/ab0 MpaBa Ha BUKOPHMCTaHHS BiIIOBIIHOTO
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KBaIi(hiKOBAHOTO 3a3HAUYEHHS TMOXO/[PKEHHS TO-
Bapy, IpaBa Ha sIKe 3aPeECTPOBAHI.

[Mlomo mpaBa Ha OCKAp:KEHHS 3asBHUKOM
Oynb-stkoTO pirtenHst JlepskaemapraMenTy 3a
HOro 3as1BKOI0, TO BIJINOBIHI /i1 TaKOXK BpeTy-
JIbOBAaHO HOPMaMM YMHHOTO 3aKOHO/IAaBCTBA. 30-
KpeMa, 3a 3asdBKOI0 Ha BUHAXi/l 3aIBHUKY MOKe
OyTH HaJliCTaHO TIOTIEPE/IHIIT BUCHOBOK 3aKJIa/Ty
eKCIIePTU3H.

Axmo € mijacraByu BBaskaTH, 10 3asBJICHUN
00'€KT He HaJIeKUTD 710 00'€KTIB TeXHOJOTI1, 3a-
3HAYEHUX y YaCTHUHI APYTiii cTaTTi 6 I[bOrO 3aK0-
Hy, a00 3asiBKa He BiAMOBiae GoOpMaIbHUM BH-
MoraMm cTatTi 12 1bOro 3akoHy Ta IpaBuUJaM,
BCTAHOBJIEHMM Ha HOTO OCHOBi, a0 MOKyMEHT
npo cmiaty 300py 3a MOJaHHS 3asiBKU He
Bi/ITIOBI/Ia€ BCTAHOBJIEHUM BUMoOTaM, abo 3asB-
JIeHWI BUHAXiJ[ HE BI/ITOBi/la€ yMOBaM IaTeH-
TO3/IATHOCTI — TO 3aKJIa/l €KCIIEPTU3N HA/ICUIIAE
3asIBHUKY PO Ile OOTPYHTOBAHUN TMOTIEPEITHIi
BHCHOBOK 3 TIPOTIO3UINIEI0 HAZIATH MOTHBOBAHY
Bi/ITIOBi/Ib 3 OJTHOYACHUM YCYHEHHSIM, Y pa3i He-
006XiTHOCTI, 3a3HAYEHNX Y BUCHOBKY HEIOJIKIB
(BigmoBizHO 110 cT. 16 3aKk0oHYy). Binnosinb 3a48-
HUKA, SIKIO BOHA OyJia Ha/laHa B YCTAHOBJIEHUI
CTPOK (ITPOTATOM 2-X MICSIIB Bijl fatu ojep-
JKaHHS TOBIJJOMJIEHHS), 00OOB'SI3KOBO Bpaxo-
BYETbHCS TTiJ1 Yac MiITOTOBKU BUCHOBKY 3aKJIaIy
eKCIIePTU3H 32 3aBKOTO.

Take x 1mpaBO Ha/lABAaTH TIOBOJIM HA KOPUCTh
peecTpartii paB TiepedadeHo /IS 3asIBHUKA 3a-
KOHOZIAaBCTBOM ITPO TOPTOBEJIbHI MapKu. 3TiHO 3
nyHktoM 4.5.1 TIpaBus ckiasanus, MogaHHs Ta
PO3IJIsAly 3asIBKU HA BUJIAYy CBIJIONTBA YKPaiHU
Ha 3HAK JIJIs1 TOBAPIB 1 MOCIYT IIPU BCTAHOBJIEHH1
HEBI/IITOBIZTHOCTI 3asBJIEHOTO Ha PEECTPAIIio 3Ha-
Ka yMOBaM HaJIaHHSI TIPaBOBOI OXOPOHU 3asIBHUKY
HA/ICUJTAETBCS TIOBIIOMJIEHHS TIPO MOKJIUBICTh
BiZMOBH B peectpaitii. BoHO MicTuTh 00IpyHTO-
BaHi JIOBOJIM, IO MOXYTb CTaTH MiJICTABOIO ISk
BIJIMOBM B pPeecTpallii MpaB Ha TOPrOBEJIbHY Map-
Ky MTOBHICTO 200 BiTHOCHO YaCTHHU TOBApiB i/a00
nocaryT. 1l HopMa y3rojizKyeThes 3 MizKHAPOHU-
MU BUMOTaMH IIO/I0 HA/ITAHHS 3asBHUKY MOKJIH-

HAYKA TA ITHHOBAIIIT. Ne 5, 2007



lpaBoBa OxOpoOHa iHTeNneKTyasibHOi B/1IaCHOCTI

al applications filed in Ukraine under Madrid
Agreement or the Protocol to this Agreement.

This procedure is also provided for by the
Law of Ukraine "On Protection of Rights to
Indications of Origin of Goods" (p. 10, Article
11), when during six months after the date of
publication of official information about the
application, any person can file an objection to
the registration of the claimed geographical
indication of origin of goods and /or the right to
use relevant registered qualified appellation of
origin.

As for the applicants' right to appeal against
any State Department's decision on their appli-
cations, the appropriate actions are also regulat-
ed by the acting legislation. In particular, appli-
cants can receive preliminary decision of the
examination body on their patent application.

When there are reasons to believe that the
claimed subject does not belong to the subjects
of technology mentioned in Part 2 of Article 6 of
the above-said Law, or the application does not
comply with the formal requirements of Article
12 of this Law and the rules elaborated upon it,
or the document confirming the filing fee pay-
ment does not comply with the established
requirements, or the claimed invention does not
meet the patentability requirements — the
examination body sends the applicant a justified
preliminary decision asking to provide a reason-
able reply, removing, where necessary, the
defects stated in the decision (according to
Article 16 of the Law). The applicant's reply, if
filed within the established term (within 2
months from the date of receiving the notice)
will unconditionally be considered by the exam-
ination body in drafting the decision on the
application.

Similar right for applicants to give reasons
for registration of rights is provided for by
trademark legislation. According to p. 4.5.1 of
the Rules of drafting, filing and examining
applications for registering trademarks in
Ukraine, when the mark seeking registration if
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found to be inconsistent with the registration
terms, a notice on possibility to reject the regis-
tration is sent to the applicant. The notice con-
tains well-grounded reasons that can be a back-
ground for refusing the trademark registration
entirely or concerning a certain number of
goods and /or services. This norm complies with
the international requirements of enabling the
applicant to prove the appropriateness of the
trademark registration.

This rule of appeal is also provided for by
the amendments to the Regulations to Madrid
Agreement and its Protocol concerning prelim-
inary refusal of the trademark registration dur-
ing examination in the patent office of the coun-
try party to the Agreement. If the patent office
of the country party to the Agreement admits
the appeal, this preliminary refusal can be dis-
puted according to the procedure established by
the patent office.

— So what State Department's decisions
can be disputed by the applicant in the Board
of Appeal?

There are cases when applicants, having
received preliminary decision, view it like
refusal of registration and file objection to this
very decision, which is inadvisable and pro-
tracts the process of application record keeping.
On this stage the applicants have to settle down
the questions the examination put to their
invention, correct the claims, for instance. Only
in case when the applicant and the examination
body haven't come to an agreement and the
decision to refuse to grant the patent is issued,
only then this final decision has to be disputed
in the Board of Appeal.

The applicant can dispute the State
Department's decision concerning his/her
application in a judicial procedure and also turn
to the Board of Appeal during 2 months from
the date of receiving this decision (or copies of
materials requested by him /her according to the
relevant Law).
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BOCTI JIOBECTH TIPABOMIPHICTb PEECTpallii IIpaB Ha
3a51BJIEHY TOPTOBEJIbHY MapKy.

Take mpaBUIIO Ha OCKapyKeHHs Tiependayde-
HO Takosk 1 3MiHamu y [HeTpykiii 1o Maapuich-
koi yrogu ta IIporokosy 10 1i€l yrojam 1mojo
MoTiepe/IHbOI BI/IMOBU B PEECTpaIllii IpaB Ha TOP-
TOBEJIbHY MapKy IIPU MPOBEJICHH] eKCIIePTU3N Y
MAaTEHTHOMY BiJIOMCTBI KpaiHU-y4aCHUIT. AKII0
MaTeHTHE BIZIOMCTBO KpaiHM-YYaCHUII JIOITyC-
Ka€ OCKap:KeHH4, TO 1151 TIOTIePe/IHS Bi/]IMOBA MO-
ke OyTH OCKapsKeHa 3TiIHO 3 YCTaHOBJIEHOIO TIa-
TEHTHUM BiJIOMCTBOM TIPOIIEYPOIO.

— Ski x pimennsa lep:xkaenmapraMeHTy
MO’K€ OCKApP;KUTU 3asIBHUK 0 ATEJSiifHO1
najaru?

— € BUMAAKM, KOJU 3aBHUKHU TIPU Oiep-
JKaHHI TIOTIEPETHHOTO BWCHOBKY CHPUHMAIOThH
HOro gK BiZIMOBY B peecTpallii 1mpas i MOJal0Th
3alepeveHHsl caMme Ha el BUCHOBOK, IO € He-
JIOITIJTBHUM 1 3aTSTYE MPOIIEC IJIOBO/ICTBA 32 3a-
saBKO10. Ha 11boMy eTani 3asBHUK Ma€ y3ToJiKy-
BaTU MMUTAHHS, SKi BAHUKJIN B €KCTIEPTU3U CTO-
COBHO HOTO BUHAXO/y (HANPUKJIAI, Bi[KOPUTY-
Batu hopmyay). | TibKU y BUTIAIKY, SKITO 3a-
SIBHUK 1 3aKJIaJl €KCTIEPTU3U He NN 3TOMH, i
YXBJICHO PIIIEHHS IIPO BiJIMOBY y BHayl Ia-
TeHTY, 11e (OCTATOUHEe) PIlleHHST CJIiJl OCKaApXKY-
BaTH 0 ATIEJATIINHOT TaiaTu.

3asBHUK MOJKe OCKap:KUTH pitrerss /lep:x-
JleriapTaMeHTy 3a HOTro 3as1BKOIO B CY/IOBOMY TIO-
PSIZIKY, @ TAKOK /10 ATIETAIIHHOT TTaJlaTh TTPOTSI-
roM 2-X MiCAIIB Bijl JIaTU O/iepKaHHS IIHOTO
pimenHst (4 Komiil MaTepiasiB, 3aTpeOyBaHNX
HUM 3Ti/THO 3 Bi/IMIOBiTHUM 3aKOHOM ).

[Ipornesypa ckiafanus Ta MOJAHHS 3amepe-
YeHHS 10 ATIeIATIIHOI TalaT TOCUTh HECKIIa -
Ha i (popMasibHa, TIPOTE JIO/IEPKAHHS BCiX ycTa-
HOBJIeHNX PersamMeHTOM BUMOT CTaHe 3amopy-
KOTO TOTO, IO TIO/IaHe 3allepedeHHst Oyie 01pasy
MPUHSTE /10 PO3TJISLY.

3a pesyJabraTaMi PO3TJISY 3arepedyeHHs
AnendiiitHOI0 TMaTaTol0 YXBAJIOIOTHCS TaKi
pilleHHs:
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— IIPO 33JI0BOJICHHS 3allepeyeHHs Ta BiJIMiHY
pimenHg /lepxaenapraMeHTy;

— IIPO BiIMOBY B 3a/IOBOJICHHI 3allepeuyeHHs
TTOBHICTIO Ta 3aJMIIeHHs pimmenns [lepxme-
napTaMeHTy YNHHUM;

— IIPO BiZIMOBY B 3a/IOBOJICHHI 3allepeuyeHHsI
MOBHICTIO 200 YaCTKOBO Ta 3MiHY PillleHHsI
Jlep:xeniapraMeHTy.

Pimennst Anensiiiitnoi mamatu Habupae
YUHHOCTI TCJIg 3aTBEP/UKEHHS HOTO HAaKa30M
[lepxaenapraMeHTy.

[Tpu mpoBeieHHI excTiepTU3N 3asIBOK BUHU-
KaIOTh 1 1HII a/IMiHICTPATUBHO-TIPABOBI CIIOPH,
HAIPUKJIA/], TIPU BCTAHOBJIEHHI TIpiopuTeTy 200
JaTH TO/IAaHHS 3asBKH, 3 MPUBOJY TTOBITOMJIEH-
HS 3aKJIQly eKCIIepPTU3H PO Te, IO 3asiBKa BBa-
JKaeThesl BifikyiMKanowo Ttomio. [loBigomienHs,
3aIUTU Ta BUCHOBKU 3aKJay €KCHEePTHU3H, SKi
He HaOyJIu cTaTycy pillleHHs, He MOXYTh OyTH
OoCcKapsKeHi 10 ATesTATiiiHol majJaTh.

Y 2007 poui AnesnsiiiiHO0 manzaTol Pos-
riasganocss 88 samepeduenb, AKi 3a 00'€KTaMu
IIPOMUCJIOBOI BJIACHOCTI OyJIM PO3IOIieH] Ta-
KM YMHOM: BUHaxoan — 14; KopucHI Mojesi —
5; IPOMMUCJIOBI 3pa3ku — 1; 3HaKW /st TOBapiB i
nocayr — 68. [Tposeneno 127 3aciganb koserii
Anensiiinoi namatu. I3 58-mu pireHb, Harpas-
JIEHUX ameJIsTHTaM, 27 — TIpo 3aJI0BOJICHHS 3a11e-
pedeHHs TOBHICTIO, 1 — TTPO YacTKOBe 3a/10BO-
JIeHHs 3arepedeHHd ta 19 — npo BiAMOBY y 3a-
JI0BOJIeHH] 3anepedyerHs. He mpuiiasaTo g0 pos-
iy 9 3anepedetib. AtiesiTHTaMu OYJIH BiIKJTH-
KaHi 2 3anepeyeHHd. CTaTUCTHUKA 32 OCTaHHI po-
KU CBIJIYUTH MPO 3HUKEHHS KiJIBKOCTI 3amepe-
4YeHb IIPOTH pileHb JlepskaenapraMenTy, moja-
HUX /10 ATIesIsAiiHOT najgaTu.

— ¥V 4oMy 0COOJIUBOCTI CY/TOBOTO MOPSIKY
PO3B'3aHHsA CHOPIB I[OAO0 O00'EKTIB IpaBa
iHTeJIeKTyaJIbHOI BJACHOCTi?

— 4K yxe GyJo ckazaHO, 3asIBHUK MOKe OC-
Kap:KUTH pimneHHsa [lep:kienapraMenTy 3a Moro
3adBKOI0 B CymoBOMYy mopsiiky. Ilpm mbomy

HAYKA TA ITHHOBAIIIT. Ne 5, 2007
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The procedure of drafting and filing an
objection to the Board of Appeal is quite simple
and of formal nature, although following all the
requirements set by the Regulations guarantee
that the filed objection will immediately be
taken into consideration.

Based on the results of consideration by the
Board of Appeal the following decisions may be
resolved:

— to satisfy an objection and to cancel the

State Department's decision;

— to dismiss an objection entirely and to keep
the State Department's decision in force;

— to refuse to satisfy an objection entirely or
partially and to amend the State

Department's decision.

The Board of Appeal's decision enters into
force after its approval by the State
Department's Order.

During application examination other
administrative disputes can arise, for instance,
while fixing priority or filing date or concerning
the fact of the examination body sending the
notice on the application deemed to be with-
drawn. The examination body's notices,
requests and conclusions which have not
acquired the status of a decision, cannot be dis-
puted in the Board of Appeals.

In 2007 the Board of Appeal has considered
88 objections, divided among the intellectual
property rights as follows: inventions — 14, util-
ity models — 5, industrial designs — 1, marks for
goods and services — 68. 127 panel sessions of
the Board took place. Among 58 decisions sent
to appellants, 27 were about the full satisfaction
of the objection, 1 — about partial satisfaction of
the objection and 19 — about refusal to satisty
the objection. 9 objections were not taken into
consideration: 2 objections were withdrawn by
the appellants. The recent statistics demon-
strate the decreasing number of objections
against the State Department's decisions filed
to the Board of Appeal.

HAYKA TA IHHOBAIIIIL Ne 5, 2007

— What are the peculiarities of the judicial
procedure of dispute solving concerning IP
rights?

As it has already been stated, the applicant
can object to the State Department's decision
concerning his/her application in court; howev-
er, it is not necessary for the applicant to turn to
the Board of Appeal first.

In September 2005, the Code of
Administrative Court Procedure of Ukraine
entered into force. Cases concerning IP rights
enforcement, in particular disputes on objection
to the State Department's decisions on applica-
tions, are to be considered according to this
Code. Disputes on other matters, like declara-
tion of nullity of titles of protection, early ter-
mination of trademark registration or interna-
tional registration are considered by courts
according to the common rules of the judicial
procedure reflected in the Civil Procedure and
Economic Procedure Codes of Ukraine accord-
ingly. It should be noted that the specific char-
acter of such cases requires the judges to have
certain knowledge of intellectual property
rights issues.

During the years of the State Department's
activity regular and economic courts have con-
sidered more than one thousand court cases
concerning IP rights enforcement, where the
Ministry of Education and Science and/or the
State Department of Intellectual Property
acted as one of the parties. The analysis of the
objects of court cases shows that most of the
cases concern trademarks; this category of cases
can, in its turn, be divided into such cases:

— on declaration of nullity of trademark regis-
tration (certificate) and international
trademark registration;

— on early termination of trademark registra-
tion or international registration.

Noting that within the period from January
1, 2000 to January 1, 2007 over 140 thousand
titles of protection were registered, the ratio of
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3BEPHEHHS CIOYATKy M0 ATeNAIiitHOI masaTu

He € 000B'SIBKOBHM.

Y BepecHi 2005 poky Habpas unaHOCTI Ko-
JIeKC a/IMiHICTPATUBHOTO Cy/IOUMHCTBA YKpAiHU.
CripaBuy, 1OB'I3aHi 3 3aXUCTOM IIPaB HTEJIEKTY-
aJIbHOI BJIACHOCTI, 30KpeMa CyTepedkHu Mo/10 OC-
KapsKeHHs1 pinieHb /lepskienapraMenTy 3a 3asiB-
KaM#, MaioTh PO3TJSAAaTHC 3TrifHo 3 M Ko-
nexcoM. Cyriepeuku, TIOB 'si3aHi 3 THITUMUY T TAH-
HIMU, TAKUMU, SIK BU3HAHHS HEIUCHUMHU OXO-
POHHUX JIOKYMEHTIB, JJOCTPOKOBE TPUITMHEHHS
Jli1 CBi/IOITBA HA TOPTOBEJIbHY MapKy (Uu MisKHa-
POMHOI peecTparlil TpaB) TOIIO, PO3TASAAIOTHCS
B CyZax 3arajbHOI IOPUCAWKINI 32 3aTaJbHUMN
MPaBUJIAMHU CY/IOBOI TIPOIEYPH, BioOpasKeHM-
MU BifinmoBinHO B [[UBiIbHOMY HTpOIlECyaTbHOMY
ta [ocnomapcbkoMy TIporecyaibHOMY KO/IeKcax
Ykpaiau. Coig BiggHauuTH, mo creiudika ta-
KUX CIIPAB BUMAara€ Bijl Cy//liB TIEBHUX 3HAHb 3
IUTaHb IHTEJEKTyalbHOI BJIACHOCTI.

3a pokH fmisibHOCTI JlepskaenapraMenty y
BIIPOBIKEHHI CYJIB 3arajbHOI MOPUCIAUKIIII,
TOCITOIAPCHKUX CY/IiB BCIX 1HCTAHIIIM PO3TIISAHY-
TO TIOHA/ TUCSYY CYZIOBUX CITPAB, MOB'I3aHUX 13
3aXMCTOM IIPaB IHTEJEKTYaJIbHOI BJIACHOCTI, B
SIKUX OJIHI€EI0 31 CTOPiH BucTymnaso MiHicTepcT-
BO OCBITH i HayKu Ykpainu ta/abo /lep:kaBHuit
JlellapTaMeHT  iHTeJIeKTyaJbHOI  BJIACHOCTI.
Ananiz cymoBux cmpaB 3a 00'€KTaMu CIOPY
CBITYUTH TPO Te, M0 OLIBIIICTD CYIOBUX CIIPaB
CTOCYETHCSI TOPrOBEJIBHUX MapOK, a IO KaTe-
TOpito CIIpaB MOKHA, B CBOIO Yepry, MOJiJINTHA Ha
TaKi Tpynu:

—  IIPO BU3HAHH4 HE/ICHUMU PeeCTpallii mpaB
Ha TOProBeJibHY Mapky (CBifo1TBa) Ta il
MIKHAPO/IHOI peecTpallii 1mpaB Ha TOPTo-
BEJIbHY MapKy;
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— TpO  JOCTPOKOBE  TPUNMUHEHHS il
peecTpaliii mpaB Ha TOPTOBEJbHY MapKy Ta
il Mi’KHapoJIHOI peecTparliii mpaB Ha TOPTo-
BeJIbHY MapKky.

Bpaxosytoun, o Biz 1 ciuns 2000 poxy 1o
1 ciuna 2007 poxy 3apeectpoBano noHaza 140
THCIY OXOPOHHUX JIOKYMEHTIB, KiJbKICTh
CTIOPIB TMOZO OCKapKEHHS OXOPOHHUX JOKY-
MeHTIB abo pitenpb /lepskaenapramMenTy (a came
B TAKMX CIIPaBax BiH € CTOPOHOIO Y CIIPaBi) CTO-
COBHO KiJTbKOCTiI BUIAHUX OXOPOHHUX JIOKY-
MeHTIB ckiajzae Bcboro 0,007 Bizcorka. Craruc-
TUYHI aHi CBiYaTh MPO 3POCTAHHS KiJTbKOCTI
cynoBux crpas /10 2006 poky i 3MeHIIeHHd 1X Y
2006 pori.

Tob6To MOKHA 3a3HAYNUTH, 1O MaTepianbHi
Ta IMPOIEYPHI HOPMU HIO/I0 a/IMiHICTPATUBHOTO
i CyZJOBOTO 3aXWUCTy TIpaB IHTEJEKTyaJbHOI
BJIACHOCTI TOCTIHHO YIOCKOHAJIOIOThCSA. |
nigapHicTh JlepskaenapraMeHTy Bijlirpae 3Hau-
HY POJIb Y PO3BUTKY IHOTO TIPOIIECY.

ITincymoBy0uH cKa3aHe, HEOOXiIHO Haro-
JIOCUTH: SIKIIO 3aSIBHUKH OYIyTh IOTPUMYBa-
THCS BCIX BCTAHOBJIEHHMX BUMOT TNPH TMOJaHHI
3asBKH, BIJIOBI[aTH BYaCHO Ha 3allUTH €KC-
nepTu3u (KOPHUCTYIOYUCHh TPU HIBOMY MOK-
JUBICTIO TPOJOBKEHHSI a00 TOHOBJIEHHS
CTPOKIB), Ha/Ial0YU BHYEPIIHI BiAMOBI/I Ha MO-
CTaBJIeHi 3aNIUTaHHSA, TO OXOPOHHUIT IOKYMEHT
BOHH O/I€P>KaTh Y HAHKOPOTINUII TEPMiH.

AKuio XK HeMOPO3yMiHHS MK 3asIBHHKOM
Ta €KCMePTU30I0 BCe K CTAJTIOCS, TO NPaBUJIbHE
BHKOPHUCTaHHS 3aIBHUKOM MO>KJIMBOCTi OCKap-
’keHHs1 pimenb [lepskaemapraMeHTy TaKoOK
MpHU3BeJie /0 ONTHMAJbHOTO BHUPIIIEHHS BCiX
npOoOJEeMHHUX ITUTAHb.

HAYKA TA ITHHOBAIIIT. Ne 5, 2007
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the number of disputes on objection to titles of
protection or the State Department's decisions
(in these particular cases it acts as a party in the
case) to the number of titles of protection issued
constitutes only 0,007%. The statistical data
demonstrate an increase of the number of court
cases before 2006 and its decrease in 2006.

Thus we can claim that the substantive and
procedural rules of administrative and judicial
enforcement of IP rights are constantly being
improved, and the State Department plays a sig-
nificant role in this process.

HAYKA TA IHHOBAIIIIL Ne 5, 2007

To sum up, we have to stress once again: if
applicants keep to all established require-
ments while filing an application, give timely
responses to the examination's requests
(using the possibility of the terms renewal or
resuming), provide exhaustive answers to the
questions, they are likely to receive the title of
protection in the shortest term possible.

If a misunderstanding between an appli-
cant and an examiner does occur, a correct
use of the opportunity to object to the State
Department's decisions by the applicant
should also lead to optimal problem solution.
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